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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. 

2. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 8-10 rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The data transferring program claimed in claims 8-10 is a 
judicial exception which is not a patent eligible subject matter. Supreme Court 
precedent (Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Rook, 437 U.S. 584, 
588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 
U.S. 780, 787-88 (1876)) and recent Federal Circuit decisions (In re Bilski, 88 USPQ2d 
1385 (Fed. Cir. 2008)) indicate that a statutory "process" under 35 U.S.C. 101 must (1) 
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be tied to another statutory category (such as a particular apparatus), or (2) transform 
underlying subject matter (such as an article or material) to a different state or thing. 
While the instant claim recites a step of transforming audio data between a first 
recording medium and a second recording medium, the claim neither transforms 
underlying subject matter nor is positively tied to another statutory category that 
accomplishes the claimed method step, and therefore does not qualify as a statutory 
process. For example, transferring audio data between a first recording medium and a 
second recording medium is of sufficient breadth that it would be reasonably interpreted 
as a series of steps completely performed verbally or without a machine. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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1 . Claims 1 , 3 and 4 provisionally rejected on the ground of nonstatutory double 
patenting overclaim 1 of copending Application No. 10/519,833. This is a provisional 
double patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 



application are claiming common subject matter, as follows: 



Current Application 


Copending Application - 10/519,833 


1 . A data transferring system for transferring 
audio data between a first recording medium 
and a second recording medium, a plurality of 
first sets each of which is composed of at least 
one entity of audio data having been recorded 
on the first recording medium, the data 
transferring system comprising: a second set 
that describes the reproduction order of audio 
data contained in at least one first set and 
recorded in the first recording medium and that 
describes pointers to entities of audio data 
contained in each of the first sets; and a 
controlling portion for transferring all entities of 
audio data contained in the first sets that 
contain audio data described in the second set 
from the first recording medium to the second 
recording medium when audio data described 
in the second set are transferred to the second 
recording medium. 


1. A content data transferring 
system for transferring content 


data selected from a first 


recording medium on which a 


plurality of content data have 


been recorded to a second 


recording medium, the content data 
transferring system comprising: a 
recording and reproducing 
apparatus for reproducing various 
types of recording medium 
identification information unique 
to the second recording medium and 
recording content data transferred 
from the first recording medium to 
the second recording medium; first 
set creating means for creating a 
first set, the first set being 
used to correlate the recording 
medium identification information 
with a second set, the second set 
being used to categorize the 
content data recorded on the first 
recording medium in accordance 
with a predetermined rule; second 
set creating means for creating 
the second set correlated with the 
first set; reproduction control 
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information creating means for 


creating reproduction control 


information about the content data 


with the second set; and content 


transfer controlling means for 


transferring content data recorded 


on the first recording medium to 


the second recording medium so as 


to record the content data onto 


the second recording medium in 


accordance with the reproduction 


control information created in 


accordance with the recording 


medium identification information 


about the second recording medium, 


the recording medium 
identification information being 
reproduced by the recording and 
reproducing apparatus. 


3. The data transferring system according to 
claim 1, wherein the second recording medium 
has identification information unique thereto. 


1. A content data transferring 
system for transferring content 
data selected from a first 
recording medium on which a 
plurality of content data have 
been recorded to a second 
recording medium, the content data 
transferring system comprising: a 
recording and reproducing 


apparatus for reproducing various 


types of recording medium 


identification information unique 


to the second recording medium and 


recording content data transferred 


from the first recording medium to 


the second recording medium; first 


set creating means for creating a 
first set, the first set being 
used to correlate the recording 
medium identification information 
with a second set, the second set 
being used to categorize the 
content data recorded on the first 
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recording medium in accordance 
with a predetermined rule; second 
set creating means for creating 
the second set correlated with the 
first set; reproduction control 
information creating means for 
creating reproduction control 
information about the content data 
with the second set; and content 
transfer controlling means for 
transferring content data recorded 
on the first recording medium to 
the second recording medium so as 
to record the content data onto 
the second recording medium in 
accordance with the reproduction 
control information created in 
accordance with the recording 
medium identification information 
about the second recording medium, 
the recording medium 
identification information being 
reproduced by the recording and 
reproducing apparatus. 



4. The data transferring system according to 
claim 3, wherein the identification information 
unique to each recording medium is correlated 
with the first sets. 



1. A content data transferring 
system for transferring content 
data selected from a first 
recording medium on which a 
plurality of content data have 
been recorded to a second 
recording medium, the content data 
transferring system comprising: a 
recording and reproducing 
apparatus for reproducing various 
types of recording medium 
identification information unigue 



to the second recording medium and 
recording content data transferred 
from the first recording medium to 



the second recording medium; first 



set creating means for creating a 
first set, the first set being 
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used to correlate the recording 
medium identification information 
with a second set , the second set 
being used to categorize the 
content data recorded on the first 
recording medium in accordance 
with a predetermined rule; second 
set creating means for creating 
the second set correlated with the 
first set; reproduction control 
information creating means for 
creating reproduction control 
information about the content data 
with the second set; and content 
transfer controlling means for 
transferring content data recorded 
on the first recording medium to 
the second recording medium so as 
to record the content data onto 
the second recording medium in 
accordance with the reproduction 
control information created in 
accordance with the recording 
medium identification information 
about the second recording medium, 
the recording medium 
identification information being 
reproduced by the recording and 
reproducing apparatus. 



Regarding claim 1 , 3 and 4 the first set of audio data and second set of audio 
data is similar to what has been claimed in the copending application - 10/519,833. 
The reproduction order and pointers in the second set are obvious variants of 
identification information and predetermined rule in the copending application. They are 
both used to identify tracks in album and point to the right playlist. 

Claim Rejections - 35 USC § 103 
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2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1 -1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Masaharu JP 2003-029795 A in view of applicant's admitted prior art of Fig. 3 and 
further in view of Kato US 2004/0213552 A1 (Kato hereinafter). 

Re claim 1 , Masaharu teaches a data transferring system for transferring audio 
data between a first recording medium and a second recording medium (system which 
can transmit a music content from digital filing apparatus to digital player apparatus, 
para [0001]), a plurality of first sets defining albums, each of which includes at least one 
track of audio data having been recorded on the first recording medium (two or more 
musical pieces to a digital memory player from a personal computer, para [0002]), and a 
controlling portion for transferring all tracks of audio data contained in the first sets that 
contain audio data described in the second set from the first recording medium to the 
second recording medium when audio data described in the second set are transferred 
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to the second recording medium (the user needs to advance selection of a musical 
piece, and transmission, caring about the data volume of the musical piece used as a 
transmission plug until the memory of a digital memory player fills, para [0002]) but 
Masaharu fails to explicitly teach the data transferring system comprising: a second set 
that describes the reproduction order of audio data contained in at least one first set and 
recorded in the first recording medium and that describes pointers to entities of audio 
data contained in each of the first sets. However, applicant's admitted prior art, Fig. 3, 
shows relation of albums and a play list according to an embodiment of the present 
invention as claimed in claim 1 and also shown in Fig. 52 of the specification. The only 
difference between Fig. 3 and Fig. 52 is that in Fig. 3, only songs that are part of the 
playlist are transferred while in Fig. 52 the whole album is transferred. To meet this 
deficiency of the admitted prior art, Examiner introduces Kato that teaches a transfer of 
not only playlist file but also the transfer of AV stream file and clip information file (see 
Fig. 61 ). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the known method of applying pointers and keeping the 
reproduction order in a second set while transferring data (both playlist file and other 
data) from a personal computer to another recording and reproducing medium or 
apparatus. The modification would have been obvious because of the benefit of link 
pointers in the playlist while transferring data from personal computer to a recording and 
reproducing apparatus. 
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Re claim 2, Masaharu teaches the data transferring system according to claim 1, 
wherein the second recording medium is a detachable disc-shaped recording medium 
(desorbed type memory of digital player, para [0009]). 

Re claim 3, Masaharu teaches the data transferring system according to claim 1, 
wherein the second recording medium has identification information unique thereto 
(identification data of a desorbed type memory of digital player apparatus, para [0009]). 

Re claim 4, Masaharu teaches the data transferring system according to claim 3, 
wherein the identification information unique to each recording medium is correlated 
with the first sets (identification data of a desorbed type memory of digital player 
apparatus, and a batch transmission means, it is judged whether capacity data and 
identification data which are contained in a selected favorite list file are in agreement 
with capacity data of a desorbed type memory of digital player apparatus and 
identification data, para [0009]). 

Re claim 5, Masaharu teaches a data transferring method for transferring audio 
data between a first recording medium and a second recording medium (system which 
can transmit a music content from digital filing apparatus to digital player apparatus, 
para [0001]), a plurality of first sets defining albums, each of which includes at least one 
track of audio data having been recorded on the first recording medium (two or more 
musical pieces to a digital memory player from a personal computer, para [0002]), the 
method comprising: receiving a command operable to transfer audio data described in a 
second set from the first recording medium to the second recording medium, the second 
set defining a play list and describing the reproduction order of audio data contained in 



Application/Control Number: 10/522,720 Page 1 1 

Art Unit: 2627 

at least one first set and recorded in the first recording medium and that describes 
pointers to tracks of audio data contained in each of the first sets; searching first sets 
that contain audio data described in the second set; and transferring tracks of audio 
data described in the second set from the first recording medium to the second 
recording medium and transferring all tracks of audio data contained in the first sets that 
contain audio data that are transferred from the first recording medium to the second 
recording medium (the user needs to advance selection of a musical piece, and 
transmission, caring about the data volume of the musical piece used as a transmission 
plug until the memory of a digital memory player fills, para [0002]). 

Re claim 6, Masaharu teaches the data transferring method according to claim 5, 
wherein the second recording medium has identification information unique thereto 
(identification data of a desorbed type memory of digital player apparatus, para [0009]). 

Re claim 7, Masaharu teaches the data transferring method according to claim 6, 
wherein the identification information unique to each recording medium is correlated 
with the first sets (identification data of a desorbed type memory of digital player 
apparatus, and a batch transmission means, it is judged whether capacity data and 
identification data which are contained in a selected favorite list file are in agreement 
with capacity data of a desorbed type memory of digital player apparatus and 
identification data, para [0009]). 

Re claim 8, Masaharu teaches a data transferring program for transferring audio 
data between a first recording medium and a second recording medium (system which 
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can transmit a music content from digital filing apparatus to digital player apparatus, 
para [0001]), a plurality of first sets defining albums, each of which includes at least one 
tracks of audio data having been recorded on the first recording medium (two or more 
musical pieces to a digital memory player from a personal computer, para [0002]), 
comprising: receiving a command operable to transfer audio data described in a second 
set from the first recording medium to the second recording medium, the second set 
defining a play list and describing the reproduction order of audio data contained in at 
least one first set and recorded in the first recording medium and that describes pointers 
to tracks of audio data contained in each of the first sets; searching first sets that 
contain audio data described in the second set; and transferring tracks of audio data 
described in the second set from the first recording medium to the second recording 
medium and transferring all tracks of audio data contained in the first sets that contain 
audio data that are transferred from the first recording medium to the second recording 
medium (the user needs to advance selection of a musical piece, and transmission, 
caring about the data volume of the musical piece used as a transmission plug until the 
memory of a digital memory player fills, para [0002]). 

Re claim 9, Masaharu teaches the data transferring program according to claim 
8, wherein the second recording medium has identification information unique thereto 
(identification data of a desorbed type memory of digital player apparatus, para [0009]). 

Re claim 10, Masaharu teaches the data transferring program according to claim 
8, wherein the identification information unique to each recording medium is correlated 
with the first sets (identification data of a desorbed type memory of digital player 
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apparatus, and a batch transmission means, it is judged whether capacity data and 
identification data which are contained in a selected favorite list file are in agreement 
with capacity data of a desorbed type memory of digital player apparatus and 
identification data, para [0009]). 
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examiner should be directed to HENOK G. HEYI whose telephone number is (571)270- 
1816. The examiner can normally be reached on Monday to Friday 8:30 to 5:00 EST. 
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